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THE CHAMBER OF COMMERCE
OF THE UNITED STATES OF AMERICA

Opposer,
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V. Opposition No. 91156321 ..
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)

UNITED STATES HISPANIC
CHAMBER OF COMMERCE
FOUNDATION,

)

Applicant.

Applicant UNITED STATES HISPANIC CHAMBER OF COMMERCE
FOUNDATION, for its Answer to Opposer THE CHAMBER OF COMMERCE OF THE

UNITED STATES OF AMERICA’s Notice of Opposition, states:

L1.  Applicant admits that the records of the Patent & Trademark Office reflect the
registration numbers as set forth in Paragraph I.1 and that the registration speaks for itself as to

ownership of the registrations and the services for which each mark is registered.
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OF COMMERCE and the design mark at issue, has actively misrepresented that it would not
assert a right or claim against Applicant. This delay is not excusable and has caused Applicant
undue¢ prejudice since Applicant has built a considerable amount of goodwifl in UNITED
STATES HISPANIC CHAMBER OF COMMERCE and the design mark at issue and has spent
a considerable amount of monetary resources to promote these marks. Given the Applicant and
Opposer’s long-time co-existence in close proximity of each other, Applicant notes this is an
exceptional case and respectfully requests that the Board considers this defense as it relates to

Applicant’s use of its mark.

COUNTERCLAIMS

Applicant asserts the following counterclaim:

PETITION FOR CANCELLATION

In the matter of Registration No. 1,686,865; Registration No. 1,522,157, Registration No.

1,436,813 and Registration No. 1,430,627 issued to Opposer, Applicant deems itself injured by
these registrations and hereby applies for cancellation thereof.

For its Petition for Cancellation against Opposer, Applicant states as follows:

1. Applicant .is a Washingion, D.C. not-for-profit corporation foundation with its

principal place of business in Washington, D.C..




7. Opposer’s registrations have and will continue to harm Applicant because the
registration of these generic terms, with naught to distinguish them, makes it impossible for
Applicant and others to use these generic terms for their chamber of commerce services.

8. Applicant authorizes the United States Patent and Trademark Office to charge
Ammstrong Teasdale LLP’s Deposit Account No. 01-2384 with respect to the necessary statutory
fee. |

WHEREFORE, Applicant prays that Registration No. 1,686,865; Registration No.

1,522,157; Registration No. 1,436,813 and Registration No. 1,430,627 be cancelled.

CONCLUSION

WHEREFORE, Applicant respectfully prays that Opposer’s Opposition be dismissed,
that Opposer’s registrations be cancelled, and that Applicant’s application for registration be

allowed to proceed.

RESPECTFULLY SUBMITTED,

ARMSTRONG TEASDALE LLP

Nt S Sectgor

Marta I. Burgin

One Metropotitan Square

Suite 2600

St. Louis, Missoun 63102-27448
(314) 621-5070

Attomeys for Applicant
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